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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE 

TRADEMARK TRIAL AND APPEAL BOARD 
 

FN HERSTAL, SA,     ) Opposition No.: 91254533 

       ) Serial No. 88/654,610 

    Opposer,  ) Filed: October 15, 2019 

       ) Mark: RUGER-57 

  v.     ) Class: 013 

       ) Published: January 14, 2020 

STURM, RUGER & CO.    ) 

       ) 

    Applicant.  ) 

 

ANSWER, AFFIRMATIVE DEFENSES AND COUNTERCLAIMS  

TO NOTICE OF OPPOSITION 
 

Applicant STURM, RUGER & CO., INC. (“Ruger”) answers Opposer FN Herstal, SA’s 

(“Opposer”) Notice of Opposition as follows:  

With respect to the prefatory paragraph of the Notice of Opposition, Ruger admits that its 

RUGER-57 mark in International Class 13 for “Firearms,” Serial No. 88/654,610, was filed on 

October 15, 2019 and published in the Official Gazette on January 14, 2020. Ruger denies that 

Opposer will be damaged by the registration of Ruger’s RUGER-57 mark. Ruger is without 

knowledge or information sufficient to form a belief as to the truth or falsity of Opposer’s principal 

place of business, and therefore denies those allegations. To the extent the prefatory paragraph 

contains any other allegations, Ruger denies them. 

With respect to the numbered Paragraphs of the Notice of Opposition: 

1. The Applicant filed on October 15, 2019 its trademark application for the mark 

RUGER-57, Serial No. 88/654,610 for goods described as “Firearms” in International Class 13.  
 

ANSWER: Admitted. 

 

2. The Applicant’s earliest priority date in the mark is the filing date of the intent to 
use basis trademark application, Serial No. 88/654,610, specifically October 15, 2020.  

 

ANSWER: Denied. 
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3. Based upon information and belief, the Applicant at the time of the October 15, 

2019 filing of the application had not yet used the mark.  

 

ANSWER: Admitted. 

 

4. The Opposer holds priority of rights in its trademark and name FIVE-SEVEN.  

 

ANSWER: Denied. 

 

5. As demonstrating Opposer’s priority of rights in its trademark FIVE-SEVEN is 

Opposer’s prior use and U.S. registration of the mark FIVE-SEVEN which extends for over two 

decades prior to the filing date of the Applicant’s intent to use application, which is Applicant’s 
earliest priority date in Applicant’s mark.  

 

ANSWER: Denied. 

6. Opposer manufactures, distributes and sells firearms and related items under the 

trademark FIVE-SEVEN (references to Opposer’s trademark FIVE-SEVEN will incorporate 

versions of the mark where the mark FIVE-SEVEN appears as a portion of a trademark and which 

also appears in stylized forms or which incorporates other words, letters, numbers and/or design 

features). Opposer’s original FIVE-SEVEN branded handgun was designed and developed for 

standard issue to member states of the North Atlantic Treaty Organization and has since been 

purchased and used by militaries, law enforcement agencies, and civilians around the globe. 

Opposer’s FIVE-SEVEN branded handgun has also been prominently depicted in best-selling 

video games and blockbuster movies. To date, Opposer has sold hundreds of thousands of 

handguns bearing the FIVE-SEVEN mark. Opposer has extensively promoted and sold these 

items under the trademark FIVE-SEVEN in the U.S. and in many foreign nations. 

 

ANSWER: Ruger admits that Opposer offers firearms using the term “Five-seveN” with 

its “FN” trademark. Ruger denies that Opposer’s alleged mark has been “prominently 

depicted” and/or “extensively promoted” by Opposer. Ruger is without knowledge or 

information sufficient to form a belief as to the truth or falsity of the remaining allegations 

contained in Paragraph 6 and therefore denies them. 

7. Opposer has sought to protect its valuable trademark rights in the trademark FIVE-

SEVEN for the items sold under this trademark and has obtained Federal trademark registrations 

duly issued from the United States Patent and Trademark Office, including the following:  

 

MARK      REG. NO. ISSUED      EXHIBIT  

FIVE-SEVEN (stylized)  2,096,923 September 16, 1997  1  

FIVE-SEVEN      4,017,800 August 30, 2011   2  
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ANSWER: Ruger admits that Opposer offers firearms using the term “Five-seveN” with 

its “FN” trademark. Ruger denies that Opposer has trademark rights in the term FIVE-

SEVEN. Ruger admits that, according to the U.S. Patent and Trademark Office online 

records: (1) Opposer owns U.S. Reg. No. 2096923 for Five-SeveN (stylized), which issued on 

September 16, 1997; and (2) Opposer owns U.S. Reg. No. 4017800 for FIVE-SEVEN (in 

standard-character format), which issued August 30, 2011. Ruger is without knowledge or 

information sufficient to form a belief as to the truth or falsity of any remaining allegations 

contained in Paragraph 7 and therefore denies them. 

8. The above referenced Federal trademark registrations showing the mark FIVE-

SEVEN are in full force and effect and both registrations have achieved “incontestable” 
registration status with the former of the above registrations having long ago achieved such 

“incontestable” registration status. The above Federal Registration No. 2,096,923 covers goods 

identified as “firearms, automatic pistols, ammunition and projectiles” in International Class 13 
and “magazines, brochures, books and handbooks featuring firearms” in International Class 16. 

 

ANSWER: Ruger admits that, according to the U.S. Patent and Trademark Office online 

records, U.S. Reg. No. 2096923 is for “firearms, automatic pistols, ammunition and 

projectiles” in Class 13 and “magazines, brochures, books, and handbooks featuring 

firearms” in Class 16. Ruger admits that, according to the U.S. Patent and Trademark 

Office online records, U.S. Reg. No. 2096923 and U.S. Reg. No. 4017800 are incontestable. 

Ruger is without knowledge or information sufficient to form a belief as to the truth or 

falsity of any remaining allegations contained in Paragraph 8 and therefore denies them. 

9. Opposer’s rights in its FIVE-SEVEN mark stretch across multiple classes of goods 

and services. Due to Opposer’s fame in the underlying mark, consumers have demanded even toy 
models and non-firearms replicas of the firearm associated with Opposer’s FIVE-SEVEN mark—
as such, Registration No. 4,017,800 covers toy and replica firearms and related products in 

International Class 28. 

 

ANSWER: Ruger denies that Opposer has any rights or “fame in the underlying mark.” 

Ruger admits that, according to the U.S. Patent and Trademark online records, Opposer’s 
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U.S. Reg. No. 4017800 for FIVE-SEVEN (in standard-character format) covers “Toy model 

and scale model replica firearms; toy ammunition and projectiles for toy model and scale 

model replica firearms; toy cases and holsters for toy model and scale model replica 

firearms; toy model and scale model replica firearms for virtual shooting; apparatus for 

electronic games designed for use with replica toy firearms for virtual shooting other than 

for use with an external display screen or monitor; targets and electronic targets for games” 

in International Class 28. Ruger is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the remaining allegations in Paragraph 9, and therefore 

denies them. 

10. By reason of Opposer’s extensive promotion and sales of its products under 
Opposer’s trademark FIVE-SEVEN, the trademark FIVE-SEVEN has acquired great recognition 

and renown in the relevant trade, and prospective purchasers have come to recognize such 

trademark as signifying Opposer. 

 

ANSWER: Denied. 

11. Notwithstanding Opposer’s well-known and established rights in its FIVE-SEVEN 

trademark, Applicant has recently filed the trademark “RUGER-57” and has very recently 
commenced use of this mark and variations of the trademark, where at times it has been referred 

to as FIVE SEVEN, in connection with a directly competing firearm to Opposer’s FIVE-SEVEN 

branded firearm. 

 

ANSWER: Ruger admits that it recently started using the trademark “RUGER-57” in 

connection with a pistol designed and manufactured by Ruger and chambered for the 

5.7x28mm cartridge. That cartridge, and therefore the pistol’s caliber, is referred to simply 

as “57” and is routinely pronounced and spelled out as “five seven.” Ruger admits that its 

RUGER-57 pistol competes with numerous other pistols, including the pistol that Opposer 

offers in connection with the designation FN Five-seveN, which also is chambered for the 

5.7x28mm cartridge. Ruger denies the remaining allegations in Paragraph 11. 
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12. Applicant’s egregious violations of Opposer’s rights in its FIVE-SEVEN mark 

include where Applicant, through its employees or representatives, pronounces in its own 

published marketing materials the “57” element of its mark as “Five Seven” (not “fifty-seven”) 
and Applicant at times refers to its own RUGER-57 branded product as simply the “Five Seven” 
with no reference to the term “Ruger.” Moreover, Opposer understands that Applicant markets its 

purported RUGER-57 mark in connection with a firearm similar or nearly identical in size, 

purpose, weight, feel, color, caliber, capacity, features, and even style to the FIVE-SEVEN 

branded firearm marketed and sold by Opposer for more than 20 years. For example, both firearms 

are chambered to fire Opposer’s designed and developed proprietary ammunition, both firearms 

come in 10 and 20 round capacity variants, both firearms are available in black, and both firearms 

constitute the same general form factor. 

 

ANSWER: Ruger admits that it pronounces the “57” portion of “RUGER-57” as “five 

seven,” and not “fifty seven” because, as described above, that pronunciation is used to 

communicate the caliber of its firearm. Ruger admits that its RUGER-57 firearm is a pistol 

and that Opposer’s FN Five-seveN firearm also is a pistol and, as such, the two products 

necessarily share certain similarities. Ruger admits that, like many other pistols, its RUGER-

57 pistol and Opposer’s FN Five-seveN pistol are generally similar in size (they are 

handguns) and weight, that both are offered with 10-round magazines (which is standard 

because several states have 10-round magazine capacity restrictions) and 20-round 

magazines, and that both are chambered for the 5.7x28mm cartridge which, again, is called 

the “57” (and pronounced “five seven”). Ruger denies that the pistols are “virtually 

identical” because, among other things, the RUGER-57 utilizes steel magazines and 

therefore has a significantly smaller grip circumference, generally has a slimmer profile, is 

visually distinct, and has a safety lever located in a different location. Ruger admits that 

Opposer sells 5.7x28mm ammunition. Ruger is without information regarding whether the 

5.7x28mm cartridge is proprietary and therefore denies the same. Ruger denies that its 

RUGER-57 pistol and Opposer’s FN Five-seveN pistol are similar in feel, purpose, color 

(other than the black version of the FN Five-seveN), features, and style. Ruger denies that 
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Opposer has trademark rights in the term FIVE-SEVEN and that Ruger has violated any 

rights Opposer may own in the “FN Five-seveN” stylization. Ruger is without knowledge or 

information sufficient to form a belief about the remaining allegations in Paragraph 12 and 

therefore denies them. 

13. Applicant’s mark RUGER-57, subsumes Opposer’s trademark FIVE-SEVEN in 

whole and verbatim, so as to further increase the likelihood of confusion, mistake or deception, as 

well as to create the incorrect belief among consumers that Applicant’s products marketed and 
sold in connection with the RUGER-57 mark are somehow associated with, affiliated with, or 

endorsed by Opposer.  

 

ANSWER: Denied. 

 

14. Applicant’s underlying intent-to-use application being opposed describes the goods 

sought for registration as “Firearms.” These goods are identical in description to goods listed in 

Opposer’s Registration No. 2,096,923 and are identical, overlapping, complementary, and/or 
related to the goods sold by Opposer under Opposer’s prior used and long registered mark FIVE-

SEVEN for such goods.  

 

ANSWER: Ruger admits that its application for RUGER-57 in International Class 13 for 

“Firearms,” Serial No. 88/654,610, was filed on an intent-to-use basis. Ruger denies the 

remaining allegations contained in Paragraph 14. 

15. Opposer's products sold under the trademark FIVE SEVEN have been extensively 

promoted throughout the United States to the relevant trade and to the consuming public. The 

Opposer’s longstanding use of the mark FIVE-SEVEN has been continuous and uninterrupted up 

to and including the present time.  

 

ANSWER: Ruger denies that Opposer has trademark rights in “FIVE SEVEN” (with or 

without a hyphen).  Ruger denies that Opposer’s alleged mark has been “extensively 

promoted” by Opposer. Ruger is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the remaining allegations in Paragraph 15, and therefore 

denies them. 

16. By reason of Opposer's aforesaid registrations, and extensive promotion and sale 

of its products, Opposer's trademark FIVE-SEVEN has acquired significant recognition and 
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renown, and the relevant trade and public have come to recognize the name and trademark FIVE-

SEVEN as signifying Opposer exclusively.  

 

ANSWER: Denied.  

17. Applicant's claimed trademark RUGER-57 (with 57 often pronounced as FIVE-

SEVEN) for use in connection with “Firearms” in International Class 13, is so similar to Opposer's 
trademark, FIVE-SEVEN, as to be likely to create confusion, mistake or deception, all to the 

damage of Opposer, and to the damage of Opposer's rights in its trademark to which Opposer holds 

prior rights, as demonstrated by Opposer’s prior use and prior registrations for the mark FIVE-

SEVEN.  

 

ANSWER: Denied. 
 

18. Neither of Opposer’s asserted registrations, nor Applicant’s application which is 
the subject of this opposition proceeding include any limitation as to the types of consumer, trade 

channels, or price points, and would be considered as covering all possible consumers, trade 

channels, and price points, in the relevant trade or industry.  

 

ANSWER: Denied. 

19. Based upon information and belief, the goods identified in the Applicant’s 
application for the opposed trademark and those products sold under the Opposer’s mark FIVE-

SEVEN could be sold to the same potential consumers or end-users. Moreover, Applicant’s 
description of goods in the pending application specifically includes goods identified within the 

Opposer’s prior referenced Registration No. 2,096,923.  
 

ANSWER: Ruger admits that its application for RUGER-57 in International Class 13 is 

for “Firearms,” Serial No. 88/654,610. Ruger further admits that the details of Registration 

No. 2,096,923 are public records, speak for themselves, and require neither an admission nor 

a denial. Ruger is without knowledge or information sufficient to form a belief as to the truth 

or falsity of the remaining allegations in Paragraph 19, and therefore denies them. 

20. Applicant’s mark showing the number 57 (often pronounced as FIVE-SEVEN) 

incorporates all of Opposer’s word mark. As such the Applicant’s mark is highly similar to the 
Opposer’s mark and likely to give rise to confusing similarity. 

 

ANSWER: Denied. 

 

21. Proposed use by the Applicant of the opposed trademark, for which registration is 

sought in the application opposed herein, is without Opposer's consent or permission. 
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ANSWER: Ruger admits that it has used RUGER-57 without Opposer’s consent and 

permission because such consent and permission are neither needed nor appropriate, and 

Ruger has obtained the consent, permission, and approval of the United States Patent and 

Trademark Office for its application for RUGER-57 to proceed to publication. Ruger denies 

the remaining allegations contained in Paragraph 21. 

22. The Applicant’s mark is confusingly similar to Opposer’s mark in sound. 
 

ANSWER: Denied. Ruger further denies that Paragraph 22 complies with the relevant 

pleading standard as it is vague and ambiguous. 

23. The Applicant’s mark is confusingly similar to Opposer’s mark in appearance.  
 

ANSWER: Denied. 

 

24. The Applicant’s mark is confusingly similar to Opposer’s mark in connotation. 

ANSWER: Denied. Ruger further denies that Paragraph 24 complies with the relevant 

pleading standard as it is vague and ambiguous. 

25. The goods identified in the Applicant’s application are identically described in 

Opposer’s Registration No. 2,096,923, and closely related and complementary or of the same 
variety to the goods sold under Opposer’s FIVE-SEVEN mark.  

 

ANSWER: Denied. Ruger further denies that Paragraph 25 complies with the relevant 

pleading standard as it is vague and ambiguous.  

26. The goods identified in the Applicant’s application could be sold to similar 
customers or through identical or related channels of trade as the goods sold under Opposer’s 
FIVE-SEVEN mark. 

 

ANSWER: Denied. Ruger further denies that Paragraph 26 complies with the relevant 

pleading standard as it is vague and ambiguous. 

27. Opposer is being damaged by the Applicant’s application, and will be damaged by 
the registration of the Applicant’s application because Applicant’s mark is highly similar to 
Opposer’s FIVE-SEVEN mark, and the use and registration of Applicant’s mark will tend to cause 

confusion or mistake, or will deceive purchasers into the erroneous belief that Applicant’s goods 
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are the goods of Opposer, or that such goods are authorized and/or sponsored by, or are otherwise 

connected with Opposer, and thus, such use and registration will grant to Applicant substantial 

aspects of the goodwill Opposer has established in its FIVE-SEVEN mark.  

 

ANSWER: Denied. 

 

28. Applicant’s opposed mark is highly similar to Opposer’s FIVE-SEVEN mark and 

is likely, when applied to Applicant’s goods, to cause confusion, mistake, or to deceive within the 

meaning of Section 2(d) of the Trademark Act, 15 U.S.C. §1052(d).  

 

ANSWER: Denied. 

 

29. In view of the above, Applicant's registration of the opposed trademark and design 

will result in damage to Opposer, and in the diminishment in sales and the loss of the value of the 

Opposer's mark FIVE-SEVEN as alleged herein.  

 

ANSWER: Denied. 

 

FIRST AFFIRMATIVE DEFENSE 

Opposer fails to state a claim upon which relief can be granted. 

SECOND AFFIRMATIVE DEFENSE 

There is no likelihood of confusion, mistake or deception between Ruger’s RUGER-57 

mark, Serial No. 88/654,610, and Reg. Nos. 2,096,923 and 4,017,800 because “RUGER-57” and 

“Five-seveN” are not confusingly similar in that they differ significantly in appearance, sound, and 

commercial impression.  

THIRD AFFIRMATIVE DEFENSE 

 Ruger has never experienced any actual confusion with respect to Opposer’s customers, 

vendors, creditors or others. 

FOURTH AFFIRMATIVE DEFENSE 

There is no likelihood of confusion, mistake or deception between Ruger’s RUGER-57 

mark, Serial No. 88/654,610, and Reg. Nos. 2,096,923 and 4,017,800 where Ruger’s mark in its 

entirety is dissimilar to Opposer’s marks in their entirety. The RUGER-57 mark incorporates 

Ruger’s famous, valuable and protectable house mark, RUGER®, and as such, “RUGER” is the 
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primary and most distinctive element of its composite mark. Use of Ruger’s house mark dispels 

any likelihood that consumers will be confused as to the source of Ruger’s products.1  

FIFTH AFFIRMATIVE DEFENSE 

Registration Nos. 2,096,923 and 4,017,800 are invalid because the term “FIVE-SEVEN” 

(including in the numerical form “57”, which is pronounced “five seven”) is a generic term 

commonly used and recognized by consumers in the relevant public to identify the class and caliber 

of firearms chambered for the 5.7x28mm cartridge. 

SIXTH AFFIRMATIVE DEFENSE 

There are other trademarks incorporating the words or numerals “FIVE-SEVEN” or “57” 

and close variations thereof in connection with firearms and related accessories.2 Opposer does 

not own the exclusive right to the numbers “57” or the words “FIVE-SEVEN” in connection with 

firearms. Opposer is not entitled to protection that would prevent Ruger from registering its 

“RUGER-57” mark. 

  

                     
1 In support of this affirmative defense, Ruger directs the Board to Sorensen v. WD-40 Co., 792 F.3d 

712, 726 (7th Cir. 2015) (recognizing junior user’s well-known WD-40 mark was sufficient to dispel 

confusion); Packman v. Chicago Tribune Co., 267 F.3d 628, 645 (7th Cir. 2001) (the presence of the 

Chicago Tribune mark on each page of a newspaper edition which used plaintiff’s “Joy of Six” mark 
dispelled consumer confusion); Nabisco, Inc. v. Warner-Lambert Co., 220 F.3d 43 (2d Cir. 2000) 

(holding that junior user’s DENTYNE ICE for chewing gum did not infringe the senior user’s ICE 
BREAKERS for chewing gum because junior user mark incorporated its widely-recognized DENTYNE 

family of gums and noting that use of the DENTYNE house mark “significantly reduces, if not 
altogether eliminates, the likelihood that consumers will be confused as to the source of the parties’ 
products.”). See also Knight Textile Corp. v. Jones Investment Co., 75 USPQ2d 1313 (TTAB 2005) 

(Applicant’s NORTON MCNAUGHTON ESSENTIALS trademark for women’s clothing found not 
confusingly similar to opposer’s registered ESSENTIALS mark for similar goods); In re Deutsche 

Telekom AG, Serial No. 78492246 (March 7, 2007) (Applicant’s “T-Mobile news express” mark for 
telecommunications services found not confusingly similar to opposer’s registered NEWSEXPRESS 
mark for similar services). 
2 See, e.g., Serial No. 88019335 for “5.7 DEMON” in Class 13 for “Firearms; Rifle ammunition”; Serial 

No. 88328316 for M1157 in Class 13 for “Ammunition”; Serial. No. 88742027 for MN157 in Class 13 

for “Gun mounts; Firearm attachments, namely, mounts for attaching gun sights to a firearm; Mobile 

gun mounts”. 
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SEVENTH AFFIRMATIVE DEFENSE 

The United States Patent and Trademark Office (“USPTO”) examining attorney who 

approved Ruger’s RUGER-57 mark for publication did not find any prior registered or pending 

marks that might be confusingly similar to Ruger’s mark at that time. Thus, Ruger’s RUGER-57 

mark is not confusingly similar to Opposer’s cited marks. 

EIGHTH AFFIRMATIVE DEFENSE 

Ruger is entitled to the registration of RUGER-57 in International Class 13 for “Firearms,” 

Serial No. 88/654,610, because the numerals “57” are generic in nature. “Five-seven” or “57” in 

written or numerical form is commonly used in the relevant firearm industry in to denote products 

chambered to fire 5.7x28mm ammunition, and has been for many years prior to Ruger’s 

application for “RUGER-57,” and therefore Opposer’s opposition to Ruger’s trademark 

application is meritless. 

NINTH AFFIRMATIVE DEFENSE 

Ruger’s use of “57” within RUGER-57 is a permissible fair use because it communicates 

the caliber of its pistol. 

TENTH AFFIRMATIVE DEFENSE 

Opposer has no proprietary rights in caliber designations per se. 

 

Ruger reserves any and all additional affirmative defenses under Rule 8(c) of the Federal 

Rules of Civil Procedure, under the Lanham Act, and in law or in equity that may now exist or in 

the future be available based on discovery and further factual investigation of this case. 
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COUNTERCLAIMS 

1. Applicant STURM, RUGER & CO., INC. (“Ruger”) is the owner of U.S. Serial 

No. 88/654,610 for the mark RUGER-57 in International Class 013 for Firearms, filed in the U.S. 

Patent and Trademark Office on October 15, 2019. 

2. Serial No. 88/654,610 was published in the Official Gazette on January 14, 2020, 

and an opposition was filed by Opposer FN HERSTAL, SA (“Opposer”) on March 9, 2020.  

RUGER, ITS PRODUCTS, AND TRADEMARKS 

3. With roots tracing back to 1949, Ruger is one of the nation’s leading firearm 

manufacturers. Through its quality craftsmanship and innovations, Ruger has helped revolutionize 

the firearm industry and has earned a reputation as an American manufacturer of rugged and 

reliable firearms. 

4. In 1949, with an initial investment of only $50,000 and an idea, Ruger’s founders 

started the company by producing a .22 caliber autoloading pistol. 

5. Since then, Ruger has grown and expanded its offerings to include more than 40 

product lines totaling over 700 SKUs for the commercial, sporting, military, and law enforcement 

markets. 

6. Through decades of use, substantial sales and advertising, and third-party 

recognition and acclaim, Ruger has become a well-known and trusted firearms brand, and the 

RUGER trademark has achieved substantial fame such that consumers associate the RUGER mark 

with the Company’s reputation for producing rugged, reliable firearms. 

7.  Building on its tradition of innovation, in January 2020, Ruger introduced its new 

RUGER-57 pistol, chambered for the 5.7x28mm cartridge. Consumers rarely denote the caliber 

using its full designation but, rather, refer to it simply as “57” and pronounce it “five seven.” Ruger 
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chose the RUGER-57 name because it combines its well-known RUGER trademark with the “57” 

caliber designation. The RUGER-57 pistol is shown below. 

 

 

8. Like its RUGER-57 mark, Ruger has branded a number of its other products with 

trademarks that combine the firearm’s caliber with other words, letters, or numbers to form a 

protectable composite, e.g.: 

 

Caliber: 9mm Luger 

 

 

Caliber: 5.56 NATO 
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Caliber: .380 Auto 

 

Caliber .22 LR 

 

 

Caliber: 9mm Luger 

 

 

Caliber: .22 Hornet 

 

Caliber: 9mm Luger 

 

 

Caliber: .22 LR 
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9. Ruger does not, and cannot, claim trademark rights in any generic caliber 

designations, per se. Nor can anyone else. 

10. Ruger is not alone. It is common practice in the firearms industry to include a 

firearm’s caliber within a larger trademark or product name, e.g.: 

X-5.7 Pistol 20RD 

 

Caliber: 5.7x28mm 

(Excel Arms) 

 

 

DBX57BGFB 

 

Caliber: 5.7x28mm 

(Diamondback Firearms) 

 

 

Caliber: 5.7x28mm 

(MasterPiece Arms) 

 

 

 

Caliber: .22 LR     

(Smith & Wesson) 

 

Caliber: 9mm       

(Heckler & Koch) 

 

 

Caliber: .22 LR          

(Tarus International) 

 

 

Caliber: .380 Auto 

(Smith & Wesson) 

 

 

Caliber: .40 S&W 

(Heckler & Koch) 

 

Caliber: .22 LR           

(Tarus International) 
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Caliber: 9mm      

(Smith & Wessen) 

 

Caliber: .45 ACP 

(Heckler & Koch) 

 

Caliber: .454 Casull  

(Tarus International) 

 

 

 

Caliber: 9mm           

(FN Herstal) 

 

 

Caliber: .40 S&W        

(FN Herstal) 

 

Caliber: .45 ACP             

(FN Herstal) 

 

 

Caliber: .500 S&W 

Magnum               

(Smith & Wessen) 

 

 

 

Caliber: 5.56x45mm 

(Heckler & Koch) 

 

 

Caliber: 9mm Luger 

(Tarus International) 
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AR FIVE SEVEN 

Caliber: 5.7x28mm    

(57 Center) 

 

 

 

Caliber: 7.62x51mm 

(Heckler & Koch) 

 

 

 

OPPOSER, ITS PRODUCTS, AND THE “FN Five-seveN” MARK 

11. Opposer offers, promotes, and sells a pistol chambered for 5.7x28mm ammunition 

under the mark “FN Five-seveN”, e.g.: 

 

12. Opposer’s “FN Five-seveN” mark capitalizes the letters “F” and “N” to tie to the 

first part of the company’s name (the latter part “Herstal” is ostensibly the geographic town where 

Opposer is located), which serves as its core trademark and which is covered by numerous 

trademark registrations, including U.S. Registration Nos. 4531259 (FN), 4721907 (FN SMART 

CORE), 4017799 (FN HERSTAL), 4017801 (FN, Stylized), 3359918 (FN HERSTAL), 5202911 

(FN 15), 5465295 (FN 509), 5465457 (FN 16), 5772745 (FN MAG), and pending application 

Serial Nos. 79278730 (FN ARIA), 79278792 (FN PROPASS), 79278835 (FN PERMAX), 
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87634845 (FN FAL THE RIGHT ARM OF THE FREE WORLD), 87157112 (FN 503), 87600780 

(FN FAL), and 88843455 (FN 22-MRD). 

13. Opposer asserts two registrations in its Notice of Opposition.  

14. Registration No. 2,096,923 is for the words “Five-seveN” in a 

particular stylized appearance in International Class 013 for firearms, automatic pistols, 

ammunition and projectiles and in Class 016 for magazines, brochures, books and handbooks 

featuring firearms. 

15. Registration No. 4,017,800 is a standard character mark for “FIVE-SEVEN” in 

International Class 028 for toy model and scale model replica firearms; toy ammunition and 

projectiles for toy model and scale model replica firearms; toy cases and holsters for toy model 

and scale model replica firearms; toy model and scale model replica firearms for virtual shooting; 

apparatus for electronic games designed for use with replica toy firearms for virtual shooting other 

than for use with an external display screen or monitor; targets and electronic targets for games. 

16. Opposer claims that as a result of its use of the word “FIVE-SEVEN” to denote 

firearms chambered for 5.7x28mm ammunition, it is now the sole owner of the generic phrase 

“five seven” in written or numerical form with respect to 5.7x28mm caliber firearms and related 

accessories. 

17. “Five seven” or “57” in written or numerical form is used and understood in the 

relevant firearm industry in a generic sense to denote products chambered for 5.7x28mm caliber 

ammunition, and was prior to Ruger’s application for “RUGER-57”. 

18. Several other manufacturers also use “57” or “five seven” in reference to caliber 

size. See Exhibit 1 (https://www.atlanticfirearms.com/products/ar-57-lem-5-7x28-tactical-rifle) 

(AR 57); Exhibit 2 (http://www.57center.com/ and Exhibit 3 

https://www.atlanticfirearms.com/products/ar-57-lem-5-7x28-tactical-rifle
http://www.57center.com/
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https://www.thefirearmblog.com/blog/2016/06/28/review-ar57-the-poormans-p90/) (AR Five 

Seven); Exhibit 4 (https://cmmginc.com/product/upper-group-kit-banshee-200-mk57-5-7-x-

28mm-2-40rd-mags/) (MK57); Exhibit 5 (https://masterpiecearms.com/shop/mpa57sst-5-

7x28mm-pistol/ (57DMG); Exhibit 6  (https://www.academy.com/shop/pdp/federal-

premium%C2%AE-american-eagle-57-x-28mm-40-grain-centerfire-rifle-ammunition). 

19. Because firearms are commonly identified by their caliber, and the numbers “57” 

(which are pronounced “five seven” and not “fifty-seven”) denote the 5.7x28mm cartridge, their 

primary significance to the relevant public is as an indication of the class of products, namely 

firearms chambered for that cartridge.   

20. Opposer itself has used the numbers 5.7 (pronounced “five seven”) generically to 

denote a caliber type. For example, the following statement appears on its website 

(https://www.fnherstal.com/en/product/five-seven):  

Together with the FN P90® submachine gun, the FN Five-seveN® Tactical 

Mk2 handgun and associated cartridge constitute the iconic FN® 5.7 

Weapon System. 

21. As a result of the accepted use and understanding of “57” to denote the caliber size 

of a particular firearm, Opposer’s alleged “Five-seveN” or “FIVE-SEVEN” mark in Classes 013, 

016 and 028 is generic. 

22. Opposer may not corner the market on a term that denotes the caliber size of a 

particular firearm.  To permit exclusive trademark rights in a generic name “would grant the owner 

of the mark a monopoly, since a competitor could not describe his goods as what they are.”  CES 

Publishing Corp. v. St. Regis Publications, 531 F.2d 11, 188 U.S.P.Q. 612, 615 (2d Cir. 1975). 

https://www.thefirearmblog.com/blog/2016/06/28/review-ar57-the-poormans-p90/
https://cmmginc.com/product/upper-group-kit-banshee-200-mk57-5-7-x-28mm-2-40rd-mags/
https://cmmginc.com/product/upper-group-kit-banshee-200-mk57-5-7-x-28mm-2-40rd-mags/
https://masterpiecearms.com/shop/mpa57sst-5-7x28mm-pistol/
https://masterpiecearms.com/shop/mpa57sst-5-7x28mm-pistol/
https://www.academy.com/shop/pdp/federal-premium%C2%AE-american-eagle-57-x-28mm-40-grain-centerfire-rifle-ammunition
https://www.academy.com/shop/pdp/federal-premium%C2%AE-american-eagle-57-x-28mm-40-grain-centerfire-rifle-ammunition
https://www.fnherstal.com/en/product/five-seven
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23. The continued registrations of Opposer, namely, Reg. Nos. 2,096,923 and 

4,017,800, on the federal trademark register constitute an obstacle to Ruger’s use and registration 

of its “RUGER-57” mark. Opposer’s continued registrations, thus, are causing injury and damage 

to Ruger.  

FIRST COUNTERCLAIM 

Cancellation of Registration No. 4,017,800 for Genericness  

Under Section 14 of the Lanham Act, 15 U.S.C. § 1064 

 

24. Ruger repeats and realleges the allegations set forth in Paragraphs 1 – 23, above. 

25. Pursuant to 37 CFR §2.106(b)(3) and Section 313 of the Trademark Trial and 

Appeal Board Manual of Procedure, Ruger files this counterclaim to cancel Reg. No. 4,017,800 

for “FIVE-SEVEN” in International Class 028 for toy model and scale model replica firearms; toy 

ammunition and projectiles for toy model and scale model replica firearms; toy cases and holsters 

for toy model and scale model replica firearms; toy model and scale model replica firearms for 

virtual shooting; apparatus for electronic games designed for use with replica toy firearms for 

virtual shooting other than for use with an external display screen or monitor; targets and electronic 

targets for games. 

26. Opposer is the listed owner of U.S. Trademark Registration No. 4,017,800 for 

FIVE-SEVEN. 

27. Opposer, Ruger, and the public use and understand the numbers “57” (which are 

pronounced “five seven”) to denote the caliber of firearms chambered for the 5.7x28mm cartridge, 

and not as a source-identifying trademark.  

28. Ruger and others have a competitive and equal right to use the numbers “57” 

(including in the alphabetic form “five seven” in which those numbers are pronounced and written) 

to identify firearms chambered for the 5.7x28mm cartridge.  
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29. If Opposer is allowed to maintain its registration for the generic designation FIVE-

SEVEN, it will effectively misappropriate a generic term for its exclusive use at the expense of 

Ruger, others in the industry, and the public.  

30. For the reasons set forth above, Opposer is not entitled to the continued registration 

of “FIVE-SEVEN” in Class 028 or to the legal presumptions that the registration creates. 

31. Registration No. 4,017,800 for FIVE-SEVEN should be cancelled under Section 

14 of the Trademark Act, 15 U.S.C. § 1064. 

WHEREFORE, Ruger prays that Reg. No. 4,017,800 be cancelled. 

SECOND COUNTERCLAIM 

Cancellation of Registration No. 2,096,923 for Genericness  

Under Section 14 of the Lanham Act, 15 U.S.C. § 1064 

 

32. Ruger repeats and realleges the allegations set forth in Paragraphs 1 – 31, above. 

33. Pursuant to 37 CFR §2.106(b)(3) and Section 313 of the Trademark Trial and 

Appeal Board Manual of Procedure, Ruger files this counterclaim to cancel Reg. No. 2,096,923 

for “Five-seveN” in connection with firearms, automatic pistols, ammunition and projectiles in 

Class 013 and magazines, brochures, books and handbooks featuring firearms in Class 016. 

34. Opposer is the listed owner of U.S. Trademark Registration No. 2,096,923 for Five-

seveN. 

35. Opposer, Ruger, and the public use and understand the numbers “57” (which are 

pronounced “five seven”), to denote the caliber of firearms chambered for the 5.7x28mm cartridge, 

and not as a source-identifying trademark. 

36. Ruger and others have a competitive and equal right to use the numbers “57” 

(including in the alphabetic form “five seven” in which those numbers are pronounced and written) 

to identify firearms chambered for the 5.7x28mm cartridge.  
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37. If Opposer is allowed to maintain its registration for the generic designation Five-

seveN, it will effectively misappropriate a generic term for its exclusive use, at the expense of 

Ruger, others in the industry, and the public. 

38. For the reasons set forth above, Opposer is not entitled to the continued registration 

of “Five-seveN” in Classes 013 and 016 or to the legal presumptions that the registration creates. 

39. Registration No. 2,096,923 for Five-seveN should be cancelled under Section 14 of 

the Trademark Act, 15 U.S.C. § 1064. 

WHEREFORE, Ruger prays that Reg. No. 2,096,923 be cancelled. 

PRAYER FOR RELIEF 

 WHEREFORE, Ruger respectfully requests that Opposer’s Notice of Opposition against 

Ruger’s Application Serial No. 88/654,610 be dismissed with prejudice, that the Board enter 

judgment in Ruger’s favor on each and every counterclaim set forth above, and that the Board 

award Ruger such other and further relief as it may deem just and appropriate. 

Dated: April 15, 2020    Respectfully submitted, 

 

      SWANSON, MARTIN & BELL, LLP 

  

      /Jonna McGinley Reilly/    

      STURM, RUGER & CO. 

 

P. Stephen Fardy 

Jonna McGinley Reilly 

SWANSON MARTIN & BELL, LLP 

330 North Wabash, Suite 3300 

Chicago, Illinois 60611 

312-321-9100 

sfardy@smbtrials.com 

jreilly@smbtrials.com 
 

 



 

 

  



 

 



 

 



 

  



 

  



 

  



 



 



 

 

  



 

  



 

 



 

  



 

  



 

  



 

  



 

  



 



 



 

  



 



You must be 18 or older to purchase Rile or Shotgun Ammunition and 21 or older to purchase Handgun Ammunition. By ordering this product, you certify that 
you are of legal age and satisfy your jurisdiction's legal requirements to purchase this product.

I Agree

Academy / Outdoors / Shooting / Ammunition / Centerire Rile

Gauge/Caliber: 5.7X28

Grain Weight: 40

FREE STORE PICKUP
OUT OF STOCK

Find availability by changing store
Terre Haute
4444 S US Hwy 41
Terre haute, IN 47802
(812) 231-5560

Open today from 10:00 am - 7:00 pm

HOME DELIVERY
SHIPPING NOT AVAILABLE

Get notified when it's back in stock
Enter your email below and we'll give you a heads up when 
this item is back in stock.

FREE SHIPPING ON ORDERS OVER $25* FREE STORE PICKUP
at Terre Haute

$5 Flat Rate Shipping On Ammo

Enter Email Address

Federal Premium American Eagle 5.7 x 28mm 40-Grain Centerfire Rifle Ammunition
$2499

50.0¢ per round

4.0

See all reviews >

  



SKU: 022600605 ITEM: AE5728A

Image shown may not relect actual packaging. Please review your inal order to ensure desired caliber and quantity will 
be delivered.

Features and Beneits

• 5.7 x 28mm caliber

• Recommended for target practice

• 50-round box

• 40 grains

Speciications

• Pistol Ammo Type: Target

• Grain weight: 40

• Caliber: 5.7 x 28mm

• Number of rounds: 50

What's in the Box

Centerire Rile Ammunition• Federal Premium American Eagle 5.7 x 28mm 40-Grain 

Important Product and Safety Information

• The sale or shipment of this product to residents of certain 
jurisdictions is prohibited. Check your local laws before 
ordering this product. Check your local laws for any other 
regulations.

• We recommend the use of protective eyewear whenever 
using or near the use of this item.

• Item will only be shipped using Ground Shipping to the 
contiguous 48 states only.

• You must be 18 or older to purchase Rile or Shotgun 
Ammunition and 21 or older to purchase Handgun 
Ammunition. In ordering this product, you certify that you are 
of legal age and satisfy your jurisdiction's legal requirements 
to purchase this product.

• For safety reasons, we do not accept returns on ammunition. 
Always make sure you use the correct ammunition for your 
speciic irearm.

Shipping Restriction: Currently we are not able to ship this product to the following state(s).

IL MA NY AE AA AP AK HI NJ CA CT DC

LIMIT 5 AMMUNITION UNITS PER CUSTOMER

DETAILS & SPECS REVIEWS Q&A

*Click here to see offer details. Pricing, promotions, and availability may vary by location and at Academy.com. 
Conditions, exclusions, and restrictions apply.

CHANGE STORE GET NOTIFIED
When Item is available

  
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